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DETAILED ACTION 
Claim Objections 

1 . Claims 8-11 are objected to under 37 CFR 1 .75(c) as being in improper form because a 
multiple dependent claim cannot depend from any other multiple dependent claim. See MPEP 
§ 608.01(n), Accordingly, the claims 8-1 1 have not been further treated on the merits. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1-7 are rejected under 35 U.S.C, 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention. 
The claimed saturation adsorption amounts of claims 1 and 7 seem to be arbitrary. The identities 
of the molecules used (including size), the temperature, concentration of the solution and the pH 
of the solvent that enable use of the invention are not disclosed. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In regard to claim 1, the claim should positively set forth the purpose of the container and 
the structure necessary for carrying out the purpose, i.e., the claim is incomplete in regard to the 
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to the structure of the container. No structure is claimed for the container; therefore, the scope of 
the claim cannot be ascertained. 

In fiirther regard to claim 1, the phrase "the saturation adsorption amount of molecules 
used for the assay is 1X10"^ pmol/cm^ or less" is indefinite due to the fact that the saturation 
adsorption amount is dependent on the molecule used for the assay, among other conditions such 
as the solution used for the assay and the concentration of the particular molecule in the solution 
used for the assay. The saturation adsorption amount of a molecule in a solution would be 
attained according to the desired end result of the user via selection of a particular molecule, 
solution and concentration, etc.; therefore, the limitation "the saturation adsorption amount of 
molecules used for the assay is 1X10*^ pmol/cm^ or less" is not given patentable weight. 
Furthermore, the portion of the container that this saturation adsorption amount is being claimed 
for is unclear- is this an average over the entire inside portion of the container, or is this amount 
intended for only a portion of the inside of the container? If the amount is intended for only a 
portion of the container, the structure of this portion, including the physical bounds of the 
portion, must be associated with this amount in the claim. 

In regard to claims 2 and 3, the relative term "highly" is indefinite (the term "highly" 
appears twice in third line of claim 2 and in line 3 of claim 3). The claims are incomplete in 
regard to the to the structure of the container with respect to the "inner surface". What does "an 
inner surface" constitute? The entire "inner surface" of the container? Only a portion of the 
container? 

In regard to claims 4-6, the phrase "the contact angle between the inner surface of the 
container and water" renders the claims indefinite. It is unclear whether "the contact angle" is 
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intended to be a structural limitation of the container or is a measurement of the hydrophiHcity of 
the polymer of claim 3. The relationship between each of claims 4-6 and claim 3 must be more 
particularly pointed out. Furthermore, the claimed contact angles, taken as a measurement of the 
hydrophiHcity of the polymer of claim 3, are dependent on the polymer chosen as the hydrophilic 
polymer of claim 3. However, no polymer is specified in the claims that claims 4-6 depend on; 
consequently, the scope of the claims cannot be ascertained. 

In regard to claim 7, the phrase "the saturation adsorption amount of molecules used for 
the assay is 1X10"^ pmol/cm^ or less" is indefinite for the same reasons that render the phrase 
"the saturation adsorption amount of molecules used for the assay is 1X10'* pmol/cm^ or less" of 
claim 1 indefinite as discussed above. 

Oaim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appHcation for patent in the United States. 

7. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Fox. 
Fox teaches a reaction well with a bottom wall that has an inner surface that is 

hydrophilic and side walls that have hydrophobic inner walls (col. 2, lines 15-29). Fox teaches 
that the bottom of the well is coated with a hydrophilic material or the inner surface 32 of the 
bottom wall 28 is made from a hydrophilic plastic (col. 2, lines 25-30 and Figure 4). Fox teaches 
that an aqueous solution spread relatively evenly across the bottom of the wells in all samples 
tested (col. 8, lines 20-23), therefore, the contact angle of the aqueous solution on the bottom of 
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the well approaches a contact angle of zero, a condition which reads on the contact angle values 
"30° or less", "15° or less" and "1° or less" of claims 4-6. Furthermore, the claimed contact 
angles, taken as a measurement of the hydrophilicity of the polymer of claim 3, would be 
attained according to the desired end result of the user via selection of a particular polymer used 
to construct or coat the inner surface of the bottom of the well. Note that the limitation "the 
saturation adsorption amount of molecules used for the assay is 1X10'^ pmol/cm^ or less" is not 
given patentable weight since the saturation adsorption amount of a molecule in a solution would 
be attained according to the desired end result of the user via selection of a particular molecule, 
solution and concentration, etc, 

8. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Levy et al. 
Levy et al teach a hydrophobic cuvette, the inner surface of which is coated with a 

hydrophillic polymer (coL 4, lines 41-45). Note that Levy et al. teaches the use of 
poly(hydroxyethyl methacrylate as the hydrophilic polymer) (col 4, lines 52-59), a condition 
which reads on claim 9, which is not being treated on its merits in this action. Furthermore, the 
claimed contact angles, taken as a measurement of the hydrophilicity of the polymer of claim 3, 
would be attained according to the desired end result of the user via selection of a particular 
polymer used to coat the inner surface of the cuvette. Note that the limitation "the saturation 
adsorption amount of molecules used for the assay is 1X10'^ pmol/cm^or less" is not given 
patentable weight since the saturation adsorption amount of a molecule in a solution would be 
attained according to the desired end result of the user via selection of a particular molecule, 
solution and concentration, etc. 

9. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Buechler. 
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Buechler teaches a diagnostic device with time gate 5 leading into reaction chamber 4 
(col. 7, lines 41-42 and Figure IB). The time gate is a capillary channel with hydrophobic 
surfaces (col. 7, lines 58-67) and serves as a barrier to a hydrophilic liquid (col. 7, lines 53-58). 
The hydrophobic barrier is changed to a hydrophilic zone when a certain component of the 
reaction mixture binds to the hydrophobic capillary channel walls (col. 8, lines 7-10). Buechler 
teaches that this component is chosen from various proteins, polypeptides or polymers (note that 
proteins and polypeptides are polymers) (col. 8, lines 17-23). The hydrophobic surface of the 
capillary channel is therefore essentially coated with a hydrophilic polymer to enable the 
hydrophilic reaction mixture to flow through the capillary. Furthermore, the claimed contact 
angles, taken as a measurement of the hydrophilicity of the polymer of claim 3, would be 
attained according to the desired end result of the user via selection of a particular polymer used 
as the surfaces of the capillary. Note that the limitation "the saturation adsorption amount of 
molecules used for the assay is 1X10'^ pmol/cm^ or less" is not given patentable weight since the 
saturation adsorption amount of a molecule in a solution would be attained according to the 
desired end result of the user via selection of a particular molecule, solution and concentration, 
etc. 

10. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Oberhardt. 

Oberhardt teaches a reaction slide 1 with reaction volume 66 (col. 13, Unes 3-7 and 
Figure 31). Oberhardt teaches the treatment of the internal surfaces of the reaction slide to 
increase the hydrophillic character of the internal surfaces of the reaction slide and to therefore 
decrease the contact angle (col. 14, lines 21-27). Oberhardt teaches the use of polyoxyethylene 
derivative type and polyoxyethylene ether type surfactants as polymeric wetting agents to 
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decrease the contact angle of the internal surfaces of the reaction slide (col 14, lines 28-41). 
Oberhardt teaches that the surface properties of the materials should be such that appropriate 
wetting of the surface, which is indicated by a low contact angle, is achieved to provide proper 
flow conditions (col. 14, lines 58-63). Furthermore, the claimed contact angles, taken as a 
measurement of the hydrophilicity of the polymer of claim 3, would be attained according to the 
desired end result of the user via selection of a particular polymeric wetting agent used to treat 
the internal surfaces of the reaction slide. Note that the limitation "the saturation adsorption 
amount of molecules used for the assay is 1X10*^ pmol/cm^ or less" is not given patentable 
weight since the saturation adsorption amount of a molecule in a solution would be attained 
according to the desired end result of the user via selection of a particular molecule, solution and 
concentration, etc. 

Oaim Rejections - 35 USC § 103 
1 1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art, 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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12. Claims 1 and 7 rejected under 35 U.S.C, 103(a) as being unpatentable over Fox in view 
of applicants' admission. Fox teaches the reaction well as discussed above. Fox fails to teach a 
saturation adsorption amount. Applicants disclose that in a conventional polystyrene or 
polypropylene container for an immunoassay, the adsorption amount of molecules is about 1-10 
pmol- cm^ or more (pages 6-7 of applicants' specification). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have identified a combination of a 
particular polymer used to construct or coat the inner surface of the bottom of the well and a 
particular molecule (and to have identified a particular concentration range of the particular 
molecule in solution) in order to achieve the claimed saturation adsorption amounts, since it has 
been held that discovering an optimum value of a result effective variable involves only routine 
skill in the art in the absence of unexpected results. In re Boesch, 617 F.2d 272, 205 USPQ 215 
(CCPA 1980). 

13. Claims 1 and 7 rejected under 35 U.S.C. 103(a) as being unpatentable over Levy et al in 
view of applicants' admission. Levy et al. teach the cuvette as discussed above. Levy et al. fails 
to teach a saturation adsorption amount. Applicants disclose that in a conventional polystyrene 
or polypropylene container for an immunoassay, the adsorption amount of molecules is about 1- 
10 pmol- cm^ or more (pages 6-7 of applicants' specification). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have identified a combination of 
a particular polymer used to coat the inner surface of the cuvette and a particular molecule (and 
to have identified a particular concentration range of the particular molecule in solution) in order 
to achieve the claimed saturation adsorption amounts, since it has been held that discovering an 
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optimum value of a result effective variable involves only routine skill in the art in the absence 
of unexpected resuhs. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

14. Claims 1 and 7 rejected under 35 U.S.C. 103(a) as being unpatentable over Buechler in 
view of applicants' admission. Buechler teaches the capillary channel as discussed above. 
Buechler fails to teach a saturation adsorption amount. Applicants disclose that in a 
conventional polystyrene or polypropylene container for an immunoassay, the adsorption amount 
of molecules is about 1-10 pmol- cm^ or more (pages 6-7 of applicants' specification). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to have 
identified a combination of a particular polymer used to coat the inner surface of the capillary 
channel and a particular molecule (and to have identified a particular concentration range of the 
particular molecule in solution) in order to achieve the claimed saturation adsorption amounts, 
since it has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art in the absence of unexpected results. In re Boesch, 617 F.2d 272, 205 
USPQ 215 (CCPA 1980). 

15. Claims 1 and 7 rejected under 35 U.S.C. 103(a) as being unpatentable over Oberhardt in 
view of applicants' admission. Oberhardt teaches the reaction slide as discussed above. 
Oberhardt fails to teach a saturation adsorption amount. Applicants disclose that in a 
conventional polystyrene or polypropylene container for an immunoassay, the adsorption amount 
of molecules is about 1-10 pmol- cm^ or more (pages 6-7 of applicants' specification). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to have 
identified a combination of a particular polymer used to treat the internal surfaces of the reaction 
slide and a particular molecule (and to have identified a particular concentration range of the 
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particular molecule in solution) in order to achieve the claimed saturation adsorption amounts, 
since it has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art in the absence of unexpected results. In re Boesch, 617 F.2d 272, 205 
USPQ 215 (CCPA 1980). 



16. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. U.S. 5,21 1,913 to Hagiwara et al., U.S. 5,554,536 to Rising and G.B. 1,401,233 to 
Wichterle. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter B Aughenbaugh whose telephone number is 703-305- 
45 11. The examiner can normally be reached on Monday-Friday from 9:00am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon, can be reached on 703-308-425 1 . The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9310. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 
wba 
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